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The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30^ DAYS 
WHICHEVER IS LONGER, FROM THE iVIAlLING DATE OF THIS COMMUNICATION v ; umto. 

- Extensions oi time mgy be available under tne provisions of 37 Cf R 1. i36Ca;. In ?>o event however may a repiy be \mew nied 
after SIX (6) MONTHS frenti the mailing dale oWs ccmrnuntcaUon. / ^7 j 

^ « NO pefio<i for reply is specified above, ibe maximum stalutofy perloci will apply and wiii expim SIX (6) MONTHS iiom me mailing date of m communicaiian 

- Failure io reply wimn the set or ei^tended period rof reply wjlJ,.by statute, cause me appHca^on to become A8AND0NED {35 U S C ^ 1 33^ "'unicauon 
Any reply received by trie Olfice iaier man three ninths after the mailing date of this oammunication. even if timely filed mai feduce an^ 

earned patent term adjustment See 37 CFR 1 704(t^) ■ . " 'e«ucc an. 

Status 

1 )S Responsive to communication{s) filed on 04 May 2007 . 
2a)D This action is FINAL, 2b)H This action is non-finaL 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the pmctice under parte Quayle, 1935 CD, 1 1 . 453 0,G. 213, 

Disposition of Claims 

4) EI Ciaim{s) 1-38 is/are pending in the application. 

4a) Of the above cla!m(s) 10-12,19-21 and 31-36 is/are withdrawn from consideration, 

5) D Ciaim{s) is/are allowed. 

6) E1 Claim(s) 1-9. 13-1 8,22-30 J7 and 38 is/are rejected. 

7) ni Claim(s) is/are objected to, 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)EI The drawing(s) filed on 17 December 2001 is/are: bM accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drav/ing(s) be held in abeyance. See 37 CFR 1 .85{a). 

Replacement drawing sheet(s) induding the correction Is required if the drBwing(s) is objected to. See 37 CFR 1, 121(d). 
1 1 )□ The oath or declaration is objected to by ttie Examiner Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.ac, § 119(a)-{d) or (f), 
a)DAH b)D Some * c)D None of: 

!□ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No, , 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the international Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1) S Notice of References Cited (PTO*892) 4) O Intervlev/ Summary {PTO--413) 

2} CD Notice of Draflsperson's Patent Drawing Review (PTO-948) Paper No(s)/MaH Date, . 

3) (El Informaiion Disclosufe Siaiement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper NoCs^Wlatl Dale 4/15/02 6) □ Olher . 
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DETAILED ACTION 

1 . This non-final Office action is responsive to Applicant's election filed May 4, 
2007. Applicant's election of Species I in the reply filed on May 4, 2007 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement (the Applicant argues that there is no 
burden, but does not explain why), the election has been treated as an election without 
traverse (MPEP § 818.03(a)). The restriction requirement is made FINAL. 

Non-elected claims 10-12, 19-21, and 31-36 stand as withdrawn. 
Claims 1-9, 13-18. 22-30. 37, and 38 are presented for examination. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or clisa>vers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requiremente of this title. 

3. Claims 1-9, 13-18, 22-30. 37, and 38 are rejected under 35 U.S.C. 101 because 
the claimed invention is directed to non-statutory subject matter. 

Under the statutory requirement of 35 U.S.C. § 101, a claimed invention must 
produce a useful, concrete, and tangible result. For a claim to be useful , it must yield a 
result that is specific, substantial, and credible (MPEP § 2107). A concrete result is one 
that is substantially repeatable, i.e.. it produces substantially the same result over and 
over again {In re Swartz, 232 F.3d 862, 664, 56 USPQ2d 1703, 1704 (Fed. Cir. 2000)). 
In order to be tangible , a claimed invention must set forth a practical application that 
generates a real-world result, i.e.. the claim must be more than a mere abstraction 
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(Benson, 409 U.S. at 71-72, 175 USPQ ai 676-77). Additionally, a claim may not 
preempt abstract ideas, laws of nature or natural phenomena nor may a. claim preempt 
every "substantial practical application" of an abstract idea, law of nature or natural 
phenomena because it would in practical effect be a patent on the judicial exceptions 
themselves {Gottschalk v. Benson, 409 U.S. 63, 71-72 (1972)). (Please refer to the 
Interim Guidelines for Examination of Patent Applications for Patent Subject Matter 
Eligibility" for further explanation of the statutory requirement of 35 U.S.C. § 101.) 

Claims 1-9, 13-18, 22-30, 37, and 38 are directed toward a mathematical 
algorithm per se. There is no practical application of the algorithm, thereby rendering 
the claimed invention an abstract idea perse (which is non-statutory under § 101). 
Consequently, the claims fail to produce a result that is useful, concrete, and tangible. 

Additionally, the values, vectors, matrices, and thresholds are so broadly defined 
thait it is not clear how they specifically relate to determining an investment portfolio. 
The claims are so broadly and abstractly written that they attempt to preempt every 
"substantial practical application" of an abstract Idea, law of nature or natural 
phenomena because it would in practical effect be a patent on the judicial exceptions 
themselves, which is prohibited under § 101. 

Further regarding claims 22-30, 37, and 38, it is not clear that the instructions 
defining a computer program are statically embodied in the computer readable media 
itself; therefore, these claims could potentially be interpreted as being directed toward a 
computer program perse (which is also non-statutory subject matter under § 101). 



Application/Control Number: 10/022,647 Page 4 

Art Unit: 3694 

Please clarify within the claims themselves that the instructions are embodied within the 

media. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5, Claims 1-9, 13-18, 22-30, 37, and 38 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

The preamble of claims 1, 13, and 22 recites that the claimed invention is for 
determining an investment portfolio; however, this result is never achieved in the body 
of the claim, thereby raising questions regarding the intended claim scope. 

Additionally, the values, vectors, matrices, and thresholds are so broadly defined 
that it is not clear how they relate to determining ah investment portfolio or how they 
would be adapted to varying desired investment objectives. 

Which specific investment parameters are part of Applicant's novel approach to 
determining investment portfolios? What is the significance of the confidence threshold 
selected for the investment parameters? Without knowing what the specific investment 
parameters are, the significance of the confidence threshold is unclear. 

The claims also recite the determination of "a nominal value for the mean return 
for each asset;* "a nominal factor loading vector for each asset/* and "a nominal factor 
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Govariance matrix." What are the metes and bounds of the term "nominal." Does 
"nominal" refer to an insignificant value or a minimum value? Also, what does the 
loading vector for each asset" represent? Regarding the covariance matrix, which 
investment parameters are being evaluated in terms Of covariance? 

Independent claims 1.13, and 22 recite the functionality of; based upon a 
desired investment objective, applying at least one of said uncertainty sets to an 
investment problem of interest such that the worst case market parameters reside within 
the applied uncertainty sets with a probability set by the selected confidence threshold. 
There are three recited uncertainty sets, the first associated with the mean return vector 
based upon the nominal returns for each asset and the confidence threshold, the 
second associated with the factor loading' matrix based upon the nominal factor loading 
vectors and the confidence threshold, and the third associated with the factor 
covariance matrix based on the nominal factor covariance niatrix and the confidence 
threshold. If only one of these three recited uncertainty sets Is ultitnately used, what is 
the purpose of defining the other sets and detemiining any values, factors, or thresholds 
needed to define the respective uncertainty set. For example, if the first uncertainty set 
is used, then the second and third uncertainty sets can effectively be ignored in the 
sense that they do not affect the manipulative functionality of the invention, thereby 
raising the question of whether or not the determination of a nominal factor loading 
vector for each asset and a nominal factor covariance matrix is within the scope of the 
invention. Similarly, if the second uncertainty set is used, then the first and third 
uncertainty sets can effectively be ignored in the sense that they do not affect the 
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manipulative functionality of the invention, thereby raising the question of whether or not 
the determination of a nominal value for the mean return of each asset and a nominal 
factor covariance matrix is within the scope of the invention. Finally, if the third 
uncertainty set is used, then the first and second uncertainty sets can effectively be 
ignored in the sense that they do not affect the manipulative functionality of the 
invention, thereby raising the question of whether or not the determination of a nominal 
value for the mean return of each asset and a nominal factor loading vector for each 
asset is within the scope of the invention. 

As per claims 22-30, 37. and 38, it Is not clear that the instructions defining a 
computer program are statically embodied in the computer readable media itself; 
therefore, these claims could potentially be interpreted as being directed toward a 
computer program per se (which is also non-statutory subject matter under § 101). 
Please clarify within the claims themselves that the instructions are embodied within the 
media. 

Dependent claims 2-9. 14-18, 23-30, 37., and. 38 do not remedy the 
aforementioned issues and are therefore rejected for the same reasons. 
Appropriate correction is required. 

In light of the rejections of claims 1-9, 13-18, 22-30, 37, and 38 under § 112, 2"" 
paragraph, the following art rejections reflect the Examiner^s best understanding of the 

claimed invention. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action; 

A person shall be entitled to a patent unless - 

<a) the invention was known or used by others in this iSduntry, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

7. Claims 1-9, 13-18, 22-30. 37, and 38 are rejected under 35 U.S.C. 102(a) as 
being clearly anticipated by Lobo et al. ("The Worst-Case Risk of a Portfolio"). 

8. Claims 1-9, 13-18. 22-30, 37. and 38 are rejected under 35 U.S.C. 102(a) as 
being clearly anticipated by Lobo ("Robust and Convex Optimization With Applications 
in Finance"). 

Conciusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susanna M. Diaz whose telephone number is (571) 272- 
6733. The examiner can normally be reached on Monday-Friday, 8 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammel! can be reached on (571) 272-6712. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retirieval (PAIR) system. Status information for 
published applications may be obtained firom either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (BBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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